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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regards to claim 1, the instant claim recites "a mixture comprising 10 to 90% 
by weight, based on the mixture, at least one carboxyl containing polysiloxane 
comprising a carboxyl group, from 90 to 10% by weight, based on the mixture, at least 
one carboxyl free polysiloxane, and from 3 to 25% by weight, based on the formulation, 
of at least one emulsifier". It is unclear as to whether or not said mixture comprises said 
emulsifier. Since the invention as claimed requires 1 to 30% by weight of mixture based 
on the formulation, choosing an amount less than 3% by weight of mixture based on the 
formulation would not allow one having ordinary skill to obtain 3 to 35% by weight of the 
at least one emulsifier based on the formulation if the emulsifier is a component of the 
mixture. Therefore, for the purpose of this Office action, the at least one emulsifier will 
be considered a component of the formulation and not of the mixture. 

Claims 2 and 14 recite the "the at least one polysiloxane comprising a carbonvl 
group". There is insufficient antecedent basis for this limitation in the claim because 
only "at least one polysiloxane comprising a carboxyl group" is recited prior to said 
recitation (see claim, lines 7-9 and claim 13, lines 4-5). 
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With regards to claim 13, the at least one emulsifier will be interpreted as a 
component of the formulation and not of the mixture for the same reasons set forth 
above regarding claim 1 . 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-4, 8-10, 12-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kneip et al (US patent 5,702,490) in view of Lohmann et al (US 
patent 5,658,484). 

With regards to claim 1, Kneip discloses a process for imparting water repellency 
to leather and fur skins, comprising 

treating the leather or the fur skins (C3/L62-64, treatment is carried out 
with drumming) with at least one formulation (C4/L35-42, aqueous 
emulsion considered a formulation) comprising 

from 10-90% of at least one polysiloxane comprising a carboxyl 
group (C4/L35-42, 3 to 90%), and 

from 3 to 25% by weight, based on the formulation, of at least one 
emulsifier (C4/L37, 3 to 30%). 

Kneip et al does not disclose the formulation further comprising at least one 
carboxyl-free polysiloxane. 

Lohmann et al disclose the use of agents for waterproofing leather and furs 
comprising at least one carboxyl-free polysiloxane (such as polydimethylsiloxane, 
C3/L46), and at least one emulsifier (C2/50-51 ). 

Kneip et al and Lohmann et al disclose analogous inventions related to 
waterproofing leathers and furs. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of invention to combine the carboxyl-containing 
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polysiloxane taught by Kneip et al with the carboxyl-free polysiloxane taught by 
Lohmann et al into a mixture for the purpose of obtaining a hydrophobing formulation for 
leather and fur. The combination of the carboxyl-containing polysiloxane taught by 
Kneip et al with the carboxyl-free polysiloxane taught by Lohmann et al into a mixture 
would amount to nothing more than combining two compositions each useful for the 
same purpose In order to form a third composition used for the same purpose since It 
has been held that "It is prima facie obvious to combine two compositions each of which 
is taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he Idea of combining them 
flows logically from their having been individually taught in the prior art." In re 
Kerktioven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). See MPEP 
2144.06. 

Regarding the claimed weight percentage of mixture and of the carboxyl-free 
polysiloxane, It Is noted that since the level of water repellancy Is a variable that can be 
modified by adjusting the weight percentage of mixture and the weight percentage of 
the carboxyl-free polysiloxane within the mixture, the weight percentage of mixture and 
the weight percentage of carboxyl-free polysiloxane within the mixture would have been 
considered a result effective variable by one having ordinary skill In the art at the time 
the Invention was made. As such, without showing unexpected results, the claimed 
weight percentages cannot be considered critical. Accordingly, one of ordinary skill in 
the art at the time the invention was made would have optimized, by routine 
experimentation, the weight percentage of mixture and the weight percentage of the 
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carboxyl-free polysiloxane within the mixture to suit user preference in the level of water 
repellancy desired {In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 1980)), since it 
has been held that where the general conditions of the claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. {In 
reAller, 105 USPQ 223). 

With regards to claim 2, modified Kneip et al teaches all of the claim limitations 
set forth above, as well as the process set forth above wherein the at least one 
polysiloxane comprising a carbonyl group further comprises the structural elements of 
the formulae I and II 



R1 of structural element I and II) 

wherein are identical or different and, independently of one another, are 
hydrogen, a hydroxyl, a Ci-C4-alkyl, a Ce-Cu-aryl, a Ci-C4-alkoxy, an amino, a mono- 
C1-C4- alkylamino, a di-Ci-C4-alkylamino (Kneip et al, C2/L62-65) or a Z^-A^-COOH 
group; A^ are identical or different and are a linear or a branched C5-C25-alkylene 
(Kneip et al, C3/L1); and is a direct bond, an oxygen, an amino, a carbonyl, an amido 
or an ester group (Kneip et al, C3/L2-4). 



COOH 



A' 





II 



(Kneip et al, C2/L55-60, R3 corresponds to 
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With regards to claim 3 and 7, modified Kneip et a! teaches all of the claim 
limitations set forth above, as well as the process set forth above wherein the at least 
one formulation comprises from 10 to 70% by weight (Kneip et al, C3/L28-29, in an 
amount of up to 90%), based on the formulation, of at least one further hydrophobic 
compound (Kneip et al, C3/L24-28, natural fats or natural oils, for example fish oil); 
(claim 3) 

- wherein the at least one further hydrophobic compound comprises at least one 
natural triglyceride (Kneip et al, C3/L24-28, natural fats or natural oils, for example fish 
oil) and a paraffin mixture (Kneip et al, C3/L24, liquid paraffins), (claim 7) 

With regards to claim 4, modified Kneip et al teaches all of the claim limitations 
set forth above, as well as the process wherein the at least one emulsifier is an N- 
acylated amino acid (Kneip et al, C3/L35-38). 

With regards to claims 8 and 9, modified Kneip et al teaches all of the claim 
limitations set forth above, as well as the process set forth above wherein the treating is 
carried out at a pH of from 4 to 9 (Kneip et al, C4/L1-2, 4.5 to 8); 

- wherein the treating is carried out at from 20 to 65 °C (Kneip et al, C3/L67, 20° 
to 60 °C). (claim 9) 

With regards to claim 10 and 12, modified Kneip et al teaches all of the claim 
limitations set forth above as well as a leather or fur skin (Kneip et al, C1/L51-52) 
produced by the process set forth above. One of ordinary skill would understand that a 
water repellant leather or fur would be produced as expected from the process set forth 
above. 
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With regards to claim 13, Kneip discloses a formulation (C4/L35-42, aqueous 
emulsion considered a formulation) comprising from 10-90% of at least one 
polysiloxane comprising a carboxyl group (C4/L35-42, 3 to 90%), and 
from 3 to 25% by weight, based on the formulation, of at least one emulsifier (C4/L37, 3 
to 30%). 

Kneip et a! does not disclose the formulation further comprising at least one 
carboxyl-free polysiloxane. 

Lohmann et al disclose the use of agents for waterproofing leather and furs 
comprising at least one carboxyl-free polysiloxane (such as polydimethylsiloxane, 
C3/L46), and at least one emulsifier (C2/50-51 ). 

Kneip et al and Lohmann et al disclose analogous inventions related to 
waterproofing leathers and furs. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of invention to combine the carboxyl-containing 
polysiloxane taught by Kneip et al with the carboxyl-free polysiloxane taught by 
Lohmann et al into a mixture for the purpose of obtaining a hydrophobing formulation for 
leather and fur. The combination of the carboxyl-containing polysiloxane taught by 
Kneip et al with the carboxyl-free polysiloxane taught by Lohmann et al into a mixture 
would amount to nothing more than combining two compositions each useful for the 
same purpose in order to form a third composition used for the same purpose since it 
has been held that "It is prima facie obvious to combine two compositions each of which 
is taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he idea of combining them 
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flows logically from their having been Individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). See MPEP 
2144.06. 

Regarding the claimed weight percentages of mixture and of the carboxyl-free 
polysiloxane, it is noted that since the level of water repellancy is a variable that can be 
modified by adjusting the weight percentage of mixture and the weight percentage of 
the carboxyl-free polysiloxane within the mixture, the weight percentage of mixture and 
the weight percentage of carboxyl-free polysiloxane within the mixture would have been 
considered a result effective variable by one having ordinary skill in the art at the time 
the invention was made. As such, without showing unexpected results, the claimed 
weight percentages cannot be considered critical. Accordingly, one of ordinary skill in 
the art at the time the invention was made would have optimized, by routine 
experimentation, the weight percentage of mixture and the weight percentage of the 
carboxyl-free polysiloxane within the mixture to suit user preference in the level of water 
repellancy desired {In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 1980)), since it 
has been held that where the general conditions of the claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. {In 
re Alter, 105 USPQ 223). 

With regards to claim 14, modified Kneip et al teaches all of the claim limitations 
set forth above, as well as the formulation set forth above wherein the at least one 
polysiloxane comprising a carbonyl group further comprises the structural elements of 
the formulae I and II 
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COOH 



A' 





II 



(Kneip et al, C2/L55-60, R3 corresponds to 



R1 of structural element I and II) 

wherein are identical or different and, independently of one another, are 
hydrogen, a hydroxyl, a Ci-C4-alkyl, a Ce-Cu-aryl, a Ci-C4-alkoxy, an amino, a mono- 
C1-C4- alkylamino, a di-Ci-C4-alkylamino (Kneip et al, C2/L62-65) or a Z^-A^-COOH 
group; A^ are Identical or different and are a linear or a branched C5-C25-alkylene 
(Kneip et al, C3/L1); and 7} is a direct bond, an oxygen, an amino, a carbonyl, an amido 
or an ester group (Kneip et al, C3/L2-4). 

With regards to claims 15 and 16, modified Kneip et al teaches all of the claim 
limitations set forth above, as well as the formulation set forth above wherein the at 
least one formulation comprises from 10 to 70% by weight (Kneip et al, C3/L28-29, In an 
amount of up to 90%), based on the formulation, of at least one further hydrophobic 
compound (Kneip et al, C3/L24-28, natural fats or natural oils, for example fish oil); 
(claim 15) 

- wherein the at least one further hydrophobic compound comprises at least one 
natural triglyceride (Kneip et al, C3/L24-28, natural fats or natural oils, for example fish 
oil) and a paraffin mixture (Kneip et al, C3/L24, liquid paraffins), (claim 16) 
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With regards to claim 17, modified Kneip et a! teaches ail of the claim limitations 
as set forth above. 

While modified Kneip et al teaches a formulation comprising at least one 
polysiloxane comprising a carboxyl group and at least one carboxyl-free polysiloxane 
and at least one emulsifier as set forth above, the references do not explicitly teach the 
process comprising mixing the at least one polysiloxane comprising a carboxyl group 
with the at least one carboxyl-free polysiloxane and the at least one emulsifier. 

However, modified Kneip et al does disclose that stable emulsions are formed 
directly when a polysiloxane comprising a carboxyl group and an emulsifier are mixed 
together (Kneip et al, C5/L26-27) and, similarly, that carboxyl-free polysiloxanes can be 
mixed with emulsifiers (Lohmann et al, C5/L11-13, polydimethylsiloxane mixed with 
emulsifier). 

Therefore, it would have been obvious to one having ordinary skill in the art to 
combine the at least one polysiloxane comprising a carboxyl group with the at least one 
carboxyl-free polysiloxane and the at least one emulsifier by way of mixing because it is 
known in the art that polysiloxanes comprising a carboxyl group and carboxyl-free 
polysiloxanes can be mixed with emulsifiers to form emulsions. 

With regards to claim 18, modified Kneip et al teaches all of the claim limitations 
set forth above, as well as the process set forth above wherein the at least one 
polysiloxane comprising a carbonyl group further comprises the structural elements of 
the formulae III a and III b 



Application/Control Number: 10/544,785 
Art Unit: 4145 



Page 12 



— 0Si(R^)3 

III b 



III a 



(Kneip et al, C2/L55-60, R3 



corresponds to R1 of structural element III) 

wherein 

R1 are identical or different and, independently of one another, are hydrogen, a 
hydroxyl, a C1-C4-alkyl, a C6-C14-aryl, a C1-C4-alkoxy, an amino, a mono-C1-C4- 
alkylamino, a di-C1-C4-alkylamino or a Z^-A^-COOH group; A^ are identical or different 
and are a linear or a branched C5-C25-alkylene; and 7} is a direct bond, an oxygen, an 
amino, a carbonyl, an amido or an ester group (Kneip et al, C2/L55-60, R3 corresponds 
to R1 of structural element III). 

With regards to claim 19, modified Kneip et al teaches all of the claim limitations 
set forth above, as well as the formulation set forth above wherein the at least one 
polysiloxane comprising a carbonyl group further comprises the structural elements of 
the formulae III a and III b 



corresponds to R1 of structural element III) 
wherein 

R1 are identical or different and, independently of one another, are hydrogen, a 
hydroxyl, a C1-C4-alkyl, a C6-C14-aryl, a C1-C4-alkoxy, an amino, a mono-C1-C4- 



_Si(Rl)3 



— 0Sj(R^)3 
lllb 



III a 



(Kneip et al, C2/L55-60, R3 
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alkylamino, a cli-C1-C4-alkylamino or a Z^-A^-COOH group; A^ are identical or different 
and are a linear or a branched C5-C25-alkylene; and 7} is a direct bond, an oxygen, an 
amino, a carbonyl, an amido or an ester group (Kneip et al, C2/L55-60, R3 corresponds 
to R1 of structural element III). 



7. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kneip et al (US patent 5,702,490) in view of Lohmann et al (US patent 5,658,484) as 
applied to claim 1 above in further view of Birkhofer et al (US patent 5,914,442). 

With regards to claim 5 and 6, modified Kneip et al teaches all of the claim 
limitations set forth above. 

While modified Kneip et al teaches the use of at least one emulsifier (Kneip et al, 
C3/L30-43), the references do not specifically teach the method set forth above wherein 
the at least one emulsifier comprises sulfur or that the at least one emulsifier comprises 
at least one compound of the general formula VI 




wherein 

R6 and R7 are identical or different and are selected from the group consisting of 
hydrogen, a C1-C30-alkyl and a C6-C14-aryl group and 
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R8 is a C1-C4-alkyl group or hydrogen. 

Birkhofer et al discloses aqueous dispersions of copolymers suitable for 
fatliquoring and filling leather and furs (see abstract) comprising emulsifiers containing 
sulfur, specifically di-C5-C20-alkyl 2-sulfosuccinates, such as sodium diisoamyl 2- 
sulfosuccinate (C5/L11-14). 

Modified Kneip et al and Birkhofer et al disclose analogous inventions related to 
using emulsifiers to produce aqueous dispersions of copolymers used to treat leather 
and furs. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention to use the di-C5-C20-alkyl 2-sulfosuccinates disclosed by Birkhofer 
et al In the method set forth by modified Kneip et al for the purpose of forming 
emulsions in water since it is known in the art that di-C5-C20-alkyl 2-sulfosuccinates are 
useful in emulsifying copolymers used to treat leather and furs. It would amount to 
nothing more than using a known compound for its intended purpose to yield 
predictable results. 

8. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kneip et 

al (US patent 5,702,490) In view of Lohmann et al (US patent 5,658,484) as applied to 
claim 1 and 10 above In further view of Heidemann (in Ullman's Encyclopedia of 
Industrial Chemistry, hereafter referred to as Ullmann's). 

With regards to claim 11, modified Kneip et al teaches all of the claim limitations 
set forth above. 
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While the references teach the production of a water repellent leather as set forth 
above, modified Kneip et a! does not specifically disclose incorporating the leather set 
forth above into an article of clothing, piece of furniture, or automotive part. 

Heidemann teaches that leather is used for shoes, upholstery, clothing, and 
carpets, among other purposes (Ullman's P259, introduction, first paragraph). 

Modified Kneip et al and Heidemann disclose analogous inventions related to the 
treatment of leather. Therefore, one having ordinary skill in the art would expect that the 
leather produced by the process set forth above could be incorporated into any of a 
number of applications well-known in the art as evidenced by Heidemann. It would have 
been obvious to one having ordinary skill in the art to produce an article of clothing, 
piece of furniture, or automotive part comprising the leather set forth above as this 
would amount to nothing more than using a known product for its intended purpose to 
yield predictable results. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAYMOND CHUNG whose telephone number is 
(571 )270-3881 . The examiner can normally be reached on Monday-Thursday, 8am- 
5:30pm EST, Alt. Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on (571) 272-1453. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R.C./ 

22 April 2008 



/Basia Ridley/ 

Supervisory Patent Examiner, Art Unit 4145 



